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REMARKS 

StatUS Ofthfi HlaimQ 

Claims 1-52 are pending. Claims 1-11, 18-31 and 36-52 are 
withdrawn from consideration. Claims 12-17 and 32-35 are rejected. 

Claims 12, 16, 17, 32 and 34 are amended herein. No new matter 
is added herein. 

Claim amendments 

Claim 17 is amended to overcome the 35 U.S.C. §112, second 
paragraph rejection. The recitation of "means for detecting said label" is canceled 
from claim 17. Hence, amended claim 17 recites a kit that may further comprise a 
label with which to label the probe recited in claim 16. 

Claim 32 is amended to overcome the 35 U.S.C. §112, first 
paragraph (written description) requirement. Amended claim 32 limits the TADG-15 
detected in the claimed method to TADG-15 DNA of SEQ ID NO: 1 or TADG-15 
mRNA transcribed from the TADG-15 DNA, This amendment is supported by 
Examples 2, 3, 6, 10 and 11 of the instant invention. Additionally, claim 34 is 
amended to properly depend from amended claim 32. 

Additionally, claim 12 is amended to recite that the probe used in the 
method is specific for TADG-15 mRNA transcribed from SEQ ID NO: 1. Similarly, 
claim 16 drawn to a kit for detecting TADG-15 mRNA is amended to recite an 
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oligonucleotide probe that is specific for TADG-15 mRNA transcribed from SEQ ID 
NO: 1. 

The 35 U.S.C. 6112. First P aragraph Rejection 

Claims 32-35 stand rejected under 35 U.S.C. §112, first paragraph 
for failing to comply with the written description requirement. Applicants 
respectfully traverse this rejection. 

The Examiner states that although claim 32 and claims 12-17 may 
share essential subject matter such as method of detecting TADG-12 in a 
sample, claims 12-17 clearly express TADG-15 mRNA is detected using a probe 
specific for TADG-15 encoded by SEQ ID NO: 1, which is not the case with 
claims 32-35. Since there is no disclosure beyond the mention of SEQ ID NO: 1 
as a TADG-15 nucleic acid in the instant specification, the Examiner states that 
claims 32-35 encompass variants, mutants and proteins from not only humans 
but other animals. Hence, the Examiner has maintained the rejection of claims 
32-35. 

Claim 32 is amended as described supra. Based on this 
amendment, the TADG-15 that is detected in such a method may be a TADG-15 
DNA of SEQ ID NO: 1 or TADG-15 mRNA transcribed from this DNA. The instant 
specification is drawn to a TADG-15 that has a nucleic acid sequence of SEQ ID 
NO: 1. The instant specification discloses strategy that was used to identify this 
TADG-15. For instance, a RT-PCR was used to identify proteases 
overexpressed in human cancer (Example 10). Additionally, Northern blot was 
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used to examine size of the transcript for TADG-15 and its pattern of expression. 
Furthermore, a quantitative PCR was also performed to evaluate mRNA 
transcript expression in ovarian tumors and normal ovary (Example 11). Thus, by 
limiting the TADG-15 detected in the claimed method to a DNA with sequence of 
SEQ ID NO: 1 or an mRNA transcribed from this sequence, the amended claim 
32 is thoroughly supported by the teachings of the instant invention and complies 
with the written description requirement. Accordingly, Applicant respectfully 
requests the withdrawal of rejection of claims 32-35 under 35 U.S.C. §112, first 
paragraph. 

The 35 U.S. C. 61 12. Second Paragraph Rejection 

Claim 17 stands rejected under 35 U.S.C. §1 12 as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which the 
Applicant regards as the invention. Applicants respectfully traverse this rejection. 

The Examiner states that when a claimed invention is defined using 
means plus a functional language, it is incumbent on the Examiner to correlate 
each claim limitation to all portions of the disclosure that describe the claim 
limitation. In the instant case, the Examiner states that the claim neither provides 
limitations that define the means nor correlates the detection of the label with any 
endpoint. Additionally, the Examiner states that there is no Hinction language in 
regards to means for detecting the label. Since the means is not defined by the 
claims, the scope of the claims is not limited. Furthermore, the Examiner states that 
the means for detecting said label is not commensurate with the endpoint of the 
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method comprised in the kit. Hence, the Examiner has maintained rejection of the 
claim. 

Claim 17 is amended as described supra and no longer recites 
means for detecting the label. Accordingly, based on the above-mentioned claim 
amendment and remarks, Applicants respectfully request the withdrawal of 
rejection of claim 17 under 35 U.S.C. §1 12, second paragraph. 

Double Patenting Rejection 

Claims 12-17 and 32-35 remain rejected under the ground of non- 
statutory obviousness-type double patenting as being unpatentable over claim 11 
of U.S.Patent No. 5,972,616 (issued October 26, 1999). Applicants respectfully 
traverse this rejection. 

The Examiner states that claims of the instant application and claim 
11 of the patent clearly share the same active steps and endpoint of detecting 
mRNA bound by a probe with hybridization. Based on this, the Examiner concludes 
that Applicants' assertion that the patent's claim reads on detection of the entire 
TADG-15 protein is not precise. Since the active steps are the same, the Examiner 
has maintained this rejection. 

Applicants enclose a Terminal Disclaimer along with this response to 
obviate the obviousness-type double patenting rejection of claims 12-17 and 32-35 
over claim 11 of U.S.Patent No. 5,972,616. Accordingly, based on this, Applicants 
respectfully request the withdrawal of double patenting rejection of claims 12-17 
and 32-35. 
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This is intended to be a complete response to the Final Office 



Action mailed February 20, 2007. A Terminal Disclaimer and Form PTO-2038 is 
also enclosed with this response. Applicant submits that the pending claims are 
in condition for allowance. If any issues remain outstanding, please telephone the 
undersigned attorney of record for immediate resolution. 



ADLER & ASSOCIATES 
8011 Candle Lane 
Houston, Texas 77071 
(713) 270-5391 (tel.) 
(713)270-5361 (fax.) 
badlerl ©houston.rr.com 



Respectfully submitted, 




Registration No. 35,423 
Counsel for Applicant 
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PTQ/SB72B (04-07) 
Approved for use through 09/30/2QQ7. OMB 06S1-0O31 
Hnrfwttul HailAA . ^ ^ us - P«tentand Traderr^ Office; U.S. DEPARTMENT OF COMMERCE 

unoer tne Pape^yon; Reduction Act of 1905, no persona are reputed W> respond to a collection of Information union? It djgpteyg a *a»d QMg control number 



TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A "PRIOR" PATENT 



Docket Ngmoer (Optional) 
O6064CIP/D2 



In re Application of. O'Brien et al. 
Application No.: 10/600.167 
Filed: June 20, 2003 

For: TADG-15" An ExtraoeHuiar Serine Protease Overexposed m Breast and Ovarian Carcinoma 



The owner , Tly B d of Trustee* of ,tf)e Unrv. of Arh fivatam , , of inn percent interest In the mutant application hereby disclaims, 
except as provided below, the terminal part of the statutory term of any patent granted on the instant application which would extend beyond 
the expiration date of the full statutory term prior patent No. $.972.616 as the term of said prior patent is defined in 35 U.S C 1 54 

and 173. and as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so 
Granted on the instant application shall be enforceable only for and during such period that It and the prior patent are commonly owned. This 
agreement rune with any patent granted on the instant application and is binding upon the grantee, Its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the instant application tnat 
would extend to the expiration date of the full statutory term as defined In 35U.S.C. 154 and 173 of the prior patent, "as the term of said prior 
patent Is presently shortened by any terminal disclaimer/ In the event that said prior patent later 

expires for failure to pay a maintenance fee; 

is held unenforceable; 

Is found invalid by a court of competent lurlsdictiort; 

Is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321: 

has en claims canceled by a reexamination certificate: 

Is reissued: or 

is in any manner terminated prior to the expiration of KS fun statutory term as presently shortened by any terminal disclaimer. 
Check either box 1 or 2 below, if appropriate. 

1. Q For submissions on behalf of a bustaess/organuation (e,g„ corporation, partnership, unrvef&rly, government agency, 
etc.), the undersigned is empowered to act on behalf of the business/organization. 

I hereby declare that all statements made herein of my own Knowledge are true and that a*, statements made on Information and 
belief ana believed to be true; and further thai these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code end that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 



2. £3 The undersigned is an attorney or agent Of record. Reg. No. , 35,423 



Benjamin Aaron AdJer, Ph.D., J.D. 



Typed or printed name 



(713) 270-5391 

Telephone Number 

0 Terminal disclaimer fee under 37 CFR 1 .20(d) included. 

WARNING: Information on this form may become public. Credit card information should not 
be Included on this form. Provide credit card Information and authorization on PTO-2030, 



•Statement under 37 CFR 3.73(b) is required if terminal disclaimer Is signed by the assignee (Owner), 
Form PTO'SB/96 may be used for making this certification. See MPEP § 324. 



Thi$ ejection or information ta required by 37 CFR 1.321. The Information is required to obtain or retein a benefit by the public whfcn !& to file (and by me u$PTO 
to pfOceM) an application. Confidentiality la governed by 35 u.S-C 122 and 37 CFR 1,11 and 1.14. Th» cottudlon Is estimated lo take 12 minute* to complete. 
Including Catherine, prepartnQ, end flubmffllng the completed application form to the U5PT0. Time will vary depending upon the mdMOuaJ case. Any comment* 
on the amount of time you require to complete thfe form anoVor *uOOe*tions for reducing this burden, should be sent to the Chief information Officer, U.S. Patent 
and Trademark. Office. U ( $. Daoartmtnt Of Commerce. P.O. Box t450. Alexandria, VA 2231 3- U50. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADOfcESs. SEND TO: Commfaukmer for Patante. P.O. Box 1450, Alexandria. VA 22311.1450. 



If you need assiitance In completing the form, c&fl 1-800-PT09199 and *efect option 2. 

04/25/2007 NNGUYEN1 00000003 10600187 
01 FC.-28H 65.00 
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